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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5, 7, 10, and 12-13 are rejected under 35 U.S.C. 102 (b) as being 
anticipated by JP-2002-097244 to Ito et al. 

As to claims 1 and 10, Ito discloses a process for preparing isocyanurate- 
containing polyisocyanates by at least partly trimerizing (cylco)aliphatic polyisocyanates, 
such as hexamethylene diisocyanate and isophorone diisocyanate (0013), using a co- 
catalyst system comprising ammonium salts and ascorbic acid (Claim 1). 

As to claims 2-3 and 5, Ito discloses suitable ammonium salts such as 
tetramethylammonium, tetraethylammonium, tetrabutylammonium, etc. (0015). 

As to claim 7, Ito discloses stopping the trimerization after 35-40% conversion 
(0019). 

It is noted that claims 12-13 claim polyurethane coating, all elected claims are 
recited in the product-by-process format by use of the language, "A polyurethane 
coating comprising polyisocyanates prepared by the process of claim 1 ..." and 
"comprising a polyisocyanates prepared by the process of claim 1 ..." Case law holds 
that: Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
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product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. See In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

To the extent that the process limitations in a product-by-process claim do not 
carry weight absent a showing of criticality, the reference discloses the claimed product 
in the sense that the prior art product structure is seen to be no different from that 
indicated by the claims. 

As to claims 12-13, Ito discloses that the polyisocyanates obtained can be used 
as weather resistant coating materials (00013). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP-2002-097244 to Ito et al. that has been explained above and is applied here as such 
in view of U.S. Patent Pub. No. 2004/01 861 94to Joern etal. 

As to the claims, Ito discloses ascorbic acid as a suitable alpha-hydroxy 
carboxylic acid that is used in combination with ammonium salts to increase the 
reactivity of the catalyst and to increase isocyanurate conversion (0010). 

However, Ito does not disclose the specific alpha-hydroxy compounds of claims 4 

and 6. 
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Joern discloses the use of carboxylic acids in combination with a trimerisation 
catalyst that leads to improved processing and higher isocyanurate conversion, wherein 
the carboxylic acids are selected from a list that includes hydroxy benzoic acid, citric 
acid, glycolic acid, lactic acid, etc. (0009 and 0012). 

The examiner is taking the position that it is prima facie obvious to combine two 
compositions each of which is taught by the prior art to be useful for the same purpose, 
in order to form a third composition to be used for the very same purpose.... [T]he idea 
of combining them flows logically from their having been individually taught in the prior 
art. In re Kerkhoven, 626 F.2d 846, 850,205 USPQ 1069, 1072 (CCPA 1980). The 
substitution of one alpha-hydroxy carboxylic acid for another is prima facie obvious 
because the alpha-hydroxy carboxylic acids were implemented in both cases to 
increase isocyanurate conversion as evidenced by Ito (0010) and Joern (0009 and 
0012). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP-2002- 
097244 to Ito et al. that has been explained above and is applied here as such in view 
of U.S. Patent No. 5,489,663 to Brandt et al. 

Ito do not expressly disclose deactivating the catalyst with dibutyl-phosphate or 
di(2-ethylhexyl) phosphate or the chlorine content of the isocyanurate. 

Brandt discloses after reaching the desired degree of trimerization, the 
trimerization reaction is deactivated by di (2-ethylhexyl) phosphate or dibutyl phosphate 
(Column 5, lines 39-55). Brandt further discloses that isocyanates are chosen from a 
group comprising 1 ,6-hexamethylenediisocyanate or 1-isocyanato-3-isocyanato-3,5,5- 
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trimethylcyclohexane and the isocyanates used can be prepared by any processes 
including phosgenation and phosgene-free of the corresponding diamines (Column 6, 
lines 45-55). Cyclo-aliphatic diisocyanates prepared by phosgene-free processes do 
not contain chlorine compounds as byproducts (Column 6, lines 56-59). 

Ito and Brandt are analogous art because they are from the same field of 
endeavor with respect to using quaternary ammonium salts of carboxylic acids as 
catalysts for the production of isocyanurate-containing polyisocyanate. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to deactivate the catalyst system used by Ito with the de-activators of 
Brandy in order to create a polyisocyanate containing isocyanurate and it would have 
been obvious to use to phosgene-free process to prepare the diisocyanates used by Ito 
because the trimerization catalysts would have had a significantly higher catalytic 
activity (Brandt, Column 6, lines 61-64). 

**The examiner would like to apologize to the applicants' for not pointing out the prior art 
presented above in previous office actions. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL LEONARD whose telephone number is 
(571)270-7450. The examiner can normally be reached on Mon-Fri 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MICHAEL LEONARD/ 
Examiner, Art Unit 1796 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



